
 

ix 

 

TABLE OF CONTENTS 

PREFACE .............................................................................................................. V 

TABLE OF CASES ............................................................................................. XVII 

Part 1. Intellectual Property Law in Context ......................................... 1 
I. The Sources and Limits of Intellectual Property Law ............................. 1 

United States Constitution ....................................................................... 1 
Golan v. Holder .......................................................................................... 1 
Notes ......................................................................................................... 13 
Note: A Road Map to Intellectual Property Law ................................... 15 

II. The Nature and Functions of Intellectual Property Law ...................... 17 
A. Copyright Law .................................................................................. 20 

Paul Goldstein, Copyright’s Highway: From Gutenberg to the 

Celestial Jukebox ..................................................................... 20 
Notes ................................................................................................. 23 

B. Patent Law ....................................................................................... 25 
“To Promote the Progress of . . . Useful Arts” ................................ 25 
Fritz Machlup, An Economic Review of the Patent System .......... 26 
Notes ................................................................................................. 29 

C. Trademark Law ................................................................................ 31 
Nicholas S. Economides, The Economics of Trademarks .............. 31 
Notes ................................................................................................. 34 

Part 2. State Law of Intellectual Property............................................. 37 
I. Rights in Undeveloped Ideas ................................................................... 37 

Sellers v. American Broadcasting Co. .................................................... 37 
Harry R. Olsson, Dreams for Sale........................................................... 40 
Notes ......................................................................................................... 42 
A. Theories of Protection ...................................................................... 44 

Lueddecke v. Chevrolet Motor Co. .................................................. 44 
Nadel v. Play-By-Play Toys & Novelties, Inc. ................................ 50 
Notes ................................................................................................. 58 

B. Limits of Protection: The Place of Ideas in the Competitive  

Plan ................................................................................................... 65 
II. Unfair Competition .................................................................................. 65 

A. Background ....................................................................................... 65 
B. Theories of Protection ...................................................................... 66 

1. Misrepresentation .................................................................... 66 
2. Misappropriation ...................................................................... 67 

Board of Trade of City of Chicago v. Dow Jones & Co. .......... 67 
Notes ......................................................................................... 74 

III. Trade Secrets ............................................................................................ 78 
A. Theory of Protection ......................................................................... 78 

Metallurgical Industries Inc. v. Fourtek, Inc. ................................ 78 
Notes ................................................................................................. 89 
E. I. duPont deNemours & Co. v. Christopher ............................... 95 
Notes ............................................................................................... 100 



x TABLE OF CONTENTS  

 

  

B. Limits of Protection........................................................................ 106 
1. Personal Interests: Restraints on Post-Employment 

Competition ............................................................................ 106 
Pepsico, Inc. v. Redmond ....................................................... 107 
Reed, Roberts Associates, Inc. v. Strauman ......................... 117 
Notes ....................................................................................... 120 

2. Economic Interests: The Place of Trade Secrets in the 

Competitive Plan .................................................................... 124 
IV. Right of Publicity ................................................................................... 124 

A. Theory of Protection ....................................................................... 124 
Carson v. Here’s Johnny Portable Toilets, Inc. ............................ 124 
White v. Samsung Electronics America, Inc. ............................... 135 
Notes ............................................................................................... 143 

B. Limits of Protection........................................................................ 149 
Comedy III Productions, Inc. v. Gary Saderup, Inc. .................... 149 
Notes ............................................................................................... 162 

Part 3. Federal Law of Intellectual Property ...................................... 167 
I. Jurisdiction and Courts ......................................................................... 167 
II. Trademark Law ..................................................................................... 170 

A. Theories of Protection: Passing Off ............................................... 174 
William R. Warner & Co. v. Eli Lilly & Co. .................................. 174 
Notes ............................................................................................... 177 

B. Requirements for Protection ......................................................... 179 
1. Use and Use in Commerce ..................................................... 179 

Blue Bell, Inc. v. Farah Mfg. Co. ........................................... 181 
WarnerVision Entertainment, Inc. v. Empire of  

Carolina, Inc. .................................................................. 187 
Notes ....................................................................................... 190 

2. Distinctiveness and Related Statutory Standards ............... 194 
Security Center, Ltd. v. First National Security Centers ... 195 
Notes ....................................................................................... 201 
a. “Trademark by Which the Goods of the Applicant  

May Be Distinguished from the Goods of Others” ....... 203 
King-Seeley Thermos Co. v. Aladdin Industries,  

Inc. ........................................................................... 203 
Notes................................................................................ 207 
Note: Trademark Abandonment .................................... 212 

b. “Deceptive . . . Matter” ................................................... 214 
In re Budge Manufacturing Co. ..................................... 214 
Notes................................................................................ 218 

c. Confusing Similarity to Prior Marks ............................ 221 
In re N.A.D., Inc. ............................................................ 221 
Notes................................................................................ 224 

d. “Merely Descriptive or Deceptively Misdescriptive” .... 226 
Application of Sun Oil Co. .............................................. 226 

e. “Primarily Geographically Descriptive or Deceptively 

Misdescriptive” ............................................................... 229 



 TABLE OF CONTENTS xi 

 

  

In re California Innovations, Inc. .................................. 229 
Notes ................................................................................ 236 

3. Statutory Subject Matter ....................................................... 239 
a. Types of Marks ............................................................... 240 
b. Content ............................................................................ 242 

Qualitex Co. v. Jacobson Products Co., Inc. .................. 242 
Notes ................................................................................ 249 

C. Administrative Procedures ............................................................ 253 
Note: Incontestability and Immunity from Cancellation ............ 257 
Note: The Supplemental Register ................................................. 259 
Note: The Madrid System .............................................................. 260 

D. Rights and Remedies ..................................................................... 261 
1. Rights ...................................................................................... 261 

a. Geographic Boundaries .................................................. 261 
Dawn Donut Co. v. Hart’s Food Stores, Inc. ................. 262 
Notes ................................................................................ 270 

b. Product and Service Boundaries ................................... 273 
i. Dilution Under State Law ...................................... 274 

Mead Data Central, Inc. v. Toyota Motor Sales,  

U.S.A., Inc. ...................................................... 274 
Notes ........................................................................ 281 

ii. Dilution Under Federal Law .................................. 284 
Starbucks Corp. v. Wolfe’s Borough Coffee,  

Inc. ................................................................... 285 
Notes ........................................................................ 299 

2. Limitations on Rights ............................................................ 301 
a. Limitations on Trademark Infringement ..................... 301 

New Kids on the Block v. News America Publishing,  

Inc. ........................................................................... 301 
Notes ................................................................................ 308 
Louis Vuitton Malletier S.A. v. Haute Diggity Dog,  

LLC .......................................................................... 311 
Notes ................................................................................ 320 

b. Limitations on Dilution .................................................. 322 
Mattel, Inc. v. MCA Records, Inc. .................................. 322 
Louis Vuitton Malletier S.A. v. Haute Diggity Dog,  

LLC .......................................................................... 330 
Notes ................................................................................ 335 
Note: Domain Names ..................................................... 337 

3. Remedies ................................................................................. 340 
Maltina Corp. v. Cawy Bottling Co. ...................................... 341 
Notes ....................................................................................... 347 

4. Secondary Liability ................................................................ 352 
Tiffany (NJ) Inc. v. eBay Inc. ................................................. 352 
Note ......................................................................................... 364 

E. Infringement ................................................................................... 366 
Pikle-Rite Co. v. Chicago Pickle Co. .............................................. 366 
Virgin Enterprises Ltd. v. Nawab ................................................. 372 
Multi Time Machine, Inc. v. Amazon.Com, Inc. ........................... 386 



xii TABLE OF CONTENTS  

 

  

Notes ............................................................................................... 401 
F. Lanham Act § 43(a): The Case of Trade Dress, and Federal  

Unfair Competition Law ................................................................ 405 
Two Pesos, Inc. v. Taco Cabana, Inc. ............................................ 405 
Notes ............................................................................................... 416 
Wal-Mart Stores, Inc. v. Samara Brothers, Inc. .......................... 417 
Notes ............................................................................................... 423 
TrafFix Devices, Inc. v. Marketing Displays, Inc. ....................... 424 
Notes ............................................................................................... 430 
Note: Section 43(a) Beyond Trademark and Passing Off ............ 432 

III. Patent Law ............................................................................................. 435 
Introductory Note: Patent Claims ........................................................ 437 
A. Requirements for Protection ......................................................... 438 

1. Statutory Subject Matter ....................................................... 438 
Diamond v. Chakrabarty ....................................................... 439 
Notes ....................................................................................... 446 
Bilski v. Kappos ...................................................................... 448 
Notes ....................................................................................... 457 
Mayo Collaborative Services v. Prometheus Laboratories,  

Inc. ................................................................................... 460 
Notes ....................................................................................... 472 

2. Statutory Standards............................................................... 474 
a. Section 102: Novelty and the Statutory Bars ............... 475 

Application of Borst ........................................................ 475 
Notes................................................................................ 478 
Pfaff v. Wells Electronics, Inc. ....................................... 482 
TP Laboratories, Inc. v. Professional Positioners,  

Inc. ........................................................................... 488 
Notes................................................................................ 497 

b. Section 102(g): Priority .................................................. 501 
Paulik v. Rizkalla ........................................................... 501 
Notes................................................................................ 505 

c. Section 103: Nonobviousness ......................................... 508 
Graham v. John Deere Co. ............................................. 508 
Stratoflex, Inc. v. Aeroquip Corp. .................................. 517 
Notes................................................................................ 527 
KSR International Co. v. Teleflex Inc. .......................... 533 
Notes................................................................................ 546 

d. Sections 102 and 103 in Concert: What Is Prior  

Art? .................................................................................. 548 
Hazeltine Research, Inc. v. Brenner ............................. 548 
Notes................................................................................ 554 

e. Utility .............................................................................. 556 
Brenner v. Manson ......................................................... 557 
Notes................................................................................ 563 

f. Inventorship .................................................................... 566 
g. Enabling Disclosure ....................................................... 568 

W.L. Gore & Associates v. Garlock, Inc. ....................... 568 
Notes................................................................................ 572 



 TABLE OF CONTENTS xiii 

 

  

B. Administrative Procedures ............................................................ 574 
1. Application .............................................................................. 574 

a. Written Description and Drawings ............................... 575 
b. Claims ............................................................................. 579 

2. Prosecution ............................................................................. 580 
a. First Office Action .......................................................... 580 
b. Omessi’s First Amendment ............................................ 581 
c. Second (Final) Office Action .......................................... 583 
d. Omessi’s Second Amendment ........................................ 584 
e. Notice of Allowability ..................................................... 585 

Notes ................................................................................ 586 
Note: Fraud and Inequitable Conduct in the Patent  

and Trademark Office ............................................ 590 
C. Rights and Remedies ..................................................................... 594 

1. Rights ...................................................................................... 594 
Paper Converting Machine Co. v. Magna-Graphics  

Corp. ................................................................................ 594 
Wilbur-Ellis Co. v. Kuther ..................................................... 604 
Notes ....................................................................................... 605 

2. Remedies ................................................................................. 618 
Rite-Hite Corp. v. Kelley Co., Inc. ......................................... 618 

Notes ............................................................................................... 630 
D. Infringement ................................................................................... 638 

Floyd H. Crews, Patent Claims and Infringement ...................... 638 
Graver Tank & Mfg. Co. v. Linde Air Products Co. ..................... 639 
Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co. ......... 646 
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd. ..... 658 
Floyd H. Crews, Patent Claims and Infringement ...................... 667 
Notes ............................................................................................... 668 

E. Preemption ..................................................................................... 673 
1. Unfair Competition and Trademark Law ............................. 673 

Sears, Roebuck & Co. v. Stiffel Co. ....................................... 673 
Compco Corp. v. Day-Brite Lightingn, Inc. .......................... 677 
Notes ....................................................................................... 679 

2. Trade Secret Law ................................................................... 681 
Kewanee Oil Co. v. Bicron Corp. ........................................... 681 
Notes ....................................................................................... 695 

3. Undeveloped Ideas ................................................................. 696 
Aronson v. Quick Point Pencil Co. ........................................ 696 
Note ......................................................................................... 702 

4. Industrial Design ................................................................... 703 
Bonito Boats, Inc. v. Thunder Craft Boats, Inc. ................... 703 
Notes ....................................................................................... 712 

IV. Copyright Law ........................................................................................ 713 
A. Requirements for Protection ......................................................... 714 

1. Formalities .............................................................................. 714 
a. Notice and Publication ................................................... 715 

Notes ................................................................................ 717 



xiv TABLE OF CONTENTS  

 

  

b. Registration and Deposit ............................................... 719 
United States Copyright Office, Fiscal 2014 Annual 

Report ...................................................................... 719 
Notes................................................................................ 724 

2. Statutory Subject Matter ....................................................... 727 
Copyright Law Revision, H.R. Rep. No. 94–1476 ................. 727 
Notes ....................................................................................... 731 
Baker v. Selden ...................................................................... 734 
Notes ....................................................................................... 739 

3. Originality .............................................................................. 741 
Bleistein v. Donaldson Lithographing Co. ............................ 742 
Feist Publications, Inc. v. Rural Telephone Service Co. ...... 746 
Notes ....................................................................................... 755 

B. Ownership ...................................................................................... 760 
1. Initial Ownership: Works for Hire and Joint Works ........... 761 

Copyright Law Revision, H.R. Rep. No. 1476 ....................... 761 
Community for Creative Non-Violence v. Reid .................... 762 
Notes ....................................................................................... 771 
Erickson v. Trinity Theatre, Inc. ........................................... 772 
Notes ....................................................................................... 780 

2. Transfers of Ownership ......................................................... 782 
Copyright Law Revision, H.R. Rep. No. 1476 ....................... 782 
New York Times Co., Inc. v. Tasini ....................................... 783 
Notes ....................................................................................... 792 

3. Term ........................................................................................ 795 
Notes ....................................................................................... 797 

4. Termination of Transfers ....................................................... 799 
Copyright Law Revision, H.R. Rep. No. 1476 ....................... 799 
Note ......................................................................................... 802 

C. Rights and Remedies ..................................................................... 803 
1. Rights ...................................................................................... 803 

a. The Statutory Rights and Limitations .......................... 803 
Copyright Law Revision, H.R. Rep. No. 94–1476 ......... 803 
Notes................................................................................ 808 
i. Reproduction Right ................................................. 810 

Cartoon Network LP, LLLP v. CSC Holdings,  

Inc. ................................................................... 810 
Notes ........................................................................ 819 

ii. Derivative Right ..................................................... 820 
Mirage Editions, Inc. v. Albuquerque A.R.T.  

Co. .................................................................... 820 
Lee v. A.R.T. Co. ..................................................... 823 
Note ......................................................................... 826 

iii. Distribution Right .................................................. 827 
UMG Recordings, Inc. v. Augusto ......................... 827 
Notes ........................................................................ 833 

iv. Public Performance and Display Rights ............... 835 
Cartoon Network LP, LLLP v. CSC Holdings,  

Inc. ................................................................... 835 



 TABLE OF CONTENTS xv 

 

  

American Broadcasting Companies, Inc. v.  

Aereo, Inc. ........................................................ 842 
Notes ........................................................................ 851 
Note: Collecting Societies ....................................... 852 

b. Fair Use ........................................................................... 854 
Campbell v. Acuff-Rose Music, Inc. ............................... 854 
Bill Graham Archives v. Dorling Kindersley Ltd. ........ 867 
Notes ................................................................................ 874 

c. Secondary Liability......................................................... 882 
Fonovisa, Inc. v. Cherry Auction, Inc. ........................... 882 
Notes ................................................................................ 888 

d. Exclusive Rights and New Technologies ....................... 889 
Sony Corp. of America v. Universal City Studios,  

Inc. ........................................................................... 891 
Notes ................................................................................ 904 
Metro-Goldwyn-Mayer Studios, Inc. v. Grokster,  

Ltd............................................................................ 910 
Notes ................................................................................ 923 

2. Remedies ................................................................................. 924 
Copyright Law Revision, H.R. Rep. No. 1476 ....................... 924 
Stevens Linen Associates v. Mastercraft Corp. .................... 927 
Andreas v. Volkswagen of America, Inc................................ 931 
Notes ....................................................................................... 939 

D. Infringement ................................................................................... 944 
Paul Goldstein, Goldstein on Copyright ....................................... 944 
Notes ............................................................................................... 946 
1. Literature ................................................................................ 947 

Nichols v. Universal Pictures Corp. ...................................... 947 
Notes ....................................................................................... 952 

2. Music ....................................................................................... 953 
Selle v. Gibb ............................................................................ 953 
Notes ....................................................................................... 961 

3. Visual Arts .............................................................................. 963 
Tufenkian Import/Export Ventures, Inc. v. Einstein  

Moomjy, Inc. .................................................................... 963 
Notes ....................................................................................... 973 

E. Rights Beyond Copyright: Moral Right ........................................ 975 
Gilliam v. American Broadcasting Cos., Inc................................. 977 
Dastar Corp. v. Twentieth Century Fox Film Corp. .................... 986 
Notes ............................................................................................... 994 

F. Preemption of State Law ............................................................... 998 
Paul Goldstein, Goldstein on Copyright ....................................... 998 
Notes ............................................................................................. 1004 

Part 4. Intellectual Property Protection of Computer  

Programs ........................................................................................... 1009 
I. Copyright Law ...................................................................................... 1010 

A. Scope of Protection ....................................................................... 1010 



xvi TABLE OF CONTENTS  

 

  

1. Computer Code ..................................................................... 1010 
Computer Associates International, Inc. v. Altai, Inc. ...... 1010 
Notes ..................................................................................... 1030 

2. User Interfaces ..................................................................... 1033 
Lotus Development Corp. v. Borland International,  

Inc. ................................................................................. 1033 
Notes ..................................................................................... 1046 

B. Limits of Protection...................................................................... 1049 
1. Statutory Exemptions .......................................................... 1049 

Vault Corp. v. Quaid Software Ltd. .................................... 1049 
Notes ..................................................................................... 1061 

2. Fair Use ................................................................................ 1064 
Sega Enterprises Ltd. v. Accolade, Inc. .............................. 1064 
Notes ..................................................................................... 1080 

II. Patent Law ........................................................................................... 1083 
Alice Corporation, Pty. Ltd. v. CLS Bank International ................... 1084 
Department of Commerce, United States Patent and Trademark  

Office 2014 Interim Guidance on Patent Subject Matter  

Eligibility ...................................................................................... 1093 
DDR Holdings, LLC v. Hotels.com, L.P.............................................. 1096 

III. Trade Secret Law ................................................................................. 1113 
Computer Associates International, Inc. v. Altai, Inc. ...................... 1113 
Notes ..................................................................................................... 1118 
Note: The Semiconductor Chip Protection Act of 1984 ..................... 1119 

Part 5. Intellectual Property Protection of Industrial Design ..... 1121 
I. Design Patent Law............................................................................... 1121 

In re Nalbandian .................................................................................. 1121 
Apple Inc. v. Samsung Elecs. Co. ........................................................ 1128 
Notes ..................................................................................................... 1135 

II. Copyright Law ...................................................................................... 1137 
Mazer v. Stein ...................................................................................... 1137 
Carol Barnhart Inc. v. Economy Cover Corp. .................................... 1144 
Notes ..................................................................................................... 1159 

III. Trademark and Unfair Competition Law .......................................... 1162 
In re Morton-Norwich Products, Inc. .................................................. 1162 
Two Pesos, Inc. v. Taco Cabana, Inc. .................................................. 1167 
Wal-Mart Stores, Inc. v. Samara Brothers, Inc. ................................ 1167 
TrafFix Devices, Inc. v. Marketing Displays, Inc. ............................. 1167 
Apple Inc. v. Samsung Elecs. Co. ........................................................ 1167 
Notes ..................................................................................................... 1174 
Note: Proposed Industrial Design Legislation ................................... 1177 

IV. Federal Preemption ............................................................................. 1179 
Bonito Boats, Inc. v. Thunder Craft Boats, Inc. ................................. 1179 

INDEX ............................................................................................................ 1181 

 


